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DECI SI ON ON APPEAL

Theo Thonnes appeals fromthe final rejection of clains 4
and 6 through 10, all of the clains pending in the
appl i cation.

THE | NVENTI ON

The invention relates to a threaded fastener which is
defined in representative claim4 as foll ows:

4. A fastener having a body unitarily formed with:

at | east one screw hread;

a pair of concentric faceted tool-fitting formations of
different sizes, one of the formations corresponding to a
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standard nmetric wench size and the other of the formations
corresponding to a standard English-system wench size; and
a step between the formations.

THE PRI OR ART

The references relied on by the exam ner to support the

final rejection are:

Becker 4,189, 976 Feb. 26,
1980
War ner 4,267,870 May 19,
1981
Toth et al. (Toth) 5, 302, 069 Apr. 12,
1994

Anapl iotis, European Patent Docunent? 172, 130 Feb. 19,
1986

THE REJECTI ONS

Clains 4, 6, 8 and 9 stand rejected under 35 U S.C. §
103(a) as bei ng unpatentabl e over Toth.
Clains 4, 6, 7 and 9 stand rejected under 35 U S.C. 8§

103(a) as being unpatentabl e over Anapliotis.

1 An English language translation of this reference,
prepared on behalf of the United States Patent and Trademark
O fice, is appended hereto.
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Claim 10 stands rejected under 35 U.S.C. § 103(a) as
bei ng unpatentabl e over Toth in view of either Becker or
V\ar ner .

Attention is directed to the appellant’s main and reply
briefs (Paper Nos. 10 and 12) and to the exam ner’s answer
(Paper No. 11) for the respective positions of the appellant
and the examner with regard to the nerits of these

rej ections.

Dl SCUSSI ON

Toth and Anapliotis, the examner’s primary references,
di scl ose screw threaded fasteners having a pair of concentric
faceted tool-fitting formations of different sizes separated
by a step.

The Toth fastener is a wheel nut insert 24 conprising a
central internally threaded bore 34 and first and second
ext ernal hexagonal portions 30 and 32 separated by a shoul der
36. The operating width 40 of the first hexagonal portion 30

is smaller than the operating wdth 42 of the second hexagonal
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portion 32. Toth teaches that these operating w dths can be
si zed under either the netric systemor the English system
with one of the widths having a standard size for
accompdating a standard size socket wench (see Toth at
colum 4, line 47 et seq.).

The Anapliotis fastener is a bone screw 1 conprising a
shaft 3 bearing external threads 2 and a head 4 having
hexagonal recesses 6 and 7 separated by a step (see Figure 1).
The recess 6 has a dianmeter of 8 mm corresponding to a wench
width of SW5 and the recess 7 has a dianeter of 5 mm
corresponding to a wench wdth of SW3.5 (see page 9 in the
transl ation).

I n appl yi ng each of these references agai nst independent
claim4, the exam ner concedes that neither neets the claim
l[imtation requiring differently sized formations wth “one of
the formations corresponding to a standard netric wench size
and the other of the formations corresponding to a standard
Engl i sh-system wench size.” Nonethel ess, the exam ner
concludes that “it would have been an obvious matter of design
choice to alter the sizes of the [Toth and Anaplioti s]

formations in order to correspond with standard netric and
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Engl i sh-system wench sizes, since such a nodification would
have involved a nere change in the size of a conponent”
(answer, page 4; and pages 4 and 5). The exam ner adds that
t he proposed nodification of each prior art fastener would
“provide sinply a nore versatile, econom cal, and conpatible
fastener which affords a greater degree of user convenience”
(answer, page 6).

Rej ections based on 35 U . S.C. 8§ 103 nust rest on a

factual basis. 1n re Warner, 379 F.2d 1011, 1017, 154 USPQ

173, 177-78 (CCPA 1967). In making such a rejection, the
exam ner has the initial duty of supplying the requisite
factual basis and may not, because of doubts that the
invention is patentable, resort to specul ati on, unfounded
assunptions or hindsight reconstruction to supply deficiencies
in the factual basis. [|d.

The exam ner’s position that the differences between the
subject matter recited in claim4 and each of the Toth and
Anapliotis fasteners involve nmere matters of size inordinately
oversinplifies these differences. As aptly pointed out in the
reply brief, the appellant “is not claimng two different

formations of two different sizes, but two different coaxi al
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t ool -engagi ng formati ons conformng to two different

measur enent systens. The distinctionis clear. Admttedly
the formations nmust be different sizes, but [it] is the
conformation to different nmeasurenent systens and not the
relative sizes that is critical” (page 2). Neither Toth nor
Anapliotis provides any teaching or suggestion of a fastener
having differently sized formations with one corresponding to
a standard nmetric wench size and the other corresponding to a
standard English-system wench size. The rationale advanced
by the exam ner to overcone these deficiencies has no factual
basi s, and anmobunts to an inperm ssibl e hindsight
reconstruction of the appellant’s invention. Neither Becker
nor Warner, alternatively applied in conbination with Toth to
rej ect dependent claim 10, cures the shortconmings in the

exam ner’ s evi dence.

Accordingly, we shall not sustain the standing 35 U.S. C

8 103(a) rejections of claim4 and dependent clains 6, 8 and
9 as being unpatentabl e over Toth, of claim4 and dependent
clains 6, 7 and 9 as bei ng unpatentable over Anapliotis, and
of dependent claim 10 as bei ng unpatentable over Toth in view

of either Becker or \Warner.
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SUMVARY
The decision of the examner to reject clains 4 and 6
through 10 is reversed.

REVERSED

JOHN P. MCQUADE
Adm ni strative Patent Judge

BOARD OF PATENT

APPEALS AND
JEFFREY V. NASE

Adm ni strative Patent Judge | NTERFERENCES

JENNI FER D. BAHR
Adm ni strative Patent Judge
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JPM ki s
ANDREW M W LFORD
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